
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313- 1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/625,272 



07/23/2003 



Kazuya Tsujimichi 



628365009035 



8414 



7590 

Stephen D. Scanlon 
North Point 
901 Lakeside Avenue 
Cleveland, OH 441 14 



02/22/2007 



EXAMINER 



JOHNSON, EDWARD M 



ART UNIT 



PAPER NUMBER 



1754 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 



02/22/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/625,272 


Applicant(s) 
TSUJIMICHI ETAL 


Examiner 

Edward M. Johnson 


Art Unit 

1754 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 
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4) ^ Claim(s) 53-66 is/are pending in the application. 
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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

2. Claims 53-54, 56-58, 60, and 66 are rejected under 35 
U.S.C. 102(e) as anticipated by or, in the alternative, under 35. 
U.S.C. 103(a) as obvious over Komatsu et al . US 5,854,708. 

Regarding claim 53, Komatsu x 708 discloses an anti-fog 
method comprising contacting air with a material comprising a 
glass substrate and a photocatalyst film (see abstract and 
column 2, lines 25-32) wherein the film comprises inorganic 
oxides such as Al 2 0 3 and Si0 2 and has a hydrophilic property (see 
column 2, lines 33-35) and Ti0 2 , which is excited by light. The 
method of Komatsu would inherently clean air because Komatsu 
discloses that NOx in the air is deposited in the openings of 



the disclosed composition and dissolved and removed (column 2, 
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lines 2 5-32) , which would clean air by removing NOx therefrom, 
as disclosed. 

When the examiner has reason to believe that the functional 
language asserted to be critical for establishing novelty in 
claimed subject matter may in fact be an inherent characteristic 
of the prior art, the burden of proof is shifted to Applicant to 
prove that the subject matter shown in the prior art does not 
possess the characteristics relied upon. In re Fitzgerald et al. 
205 USPQ 594. 

Regarding claims 54, 59, Komatsu '708 discloses the same 
thickness amount of titanium oxide and inorganic oxide (see 
column 4, lines 50-55), which would result in a/ (a+b) value of 
0.5. 

Regarding claim 56, Komatsu x 708 discloses ZnO and ZnS (see 
column 2, lines 40-41), silver and copper (Example 2). 

Regarding claims 57-58 and 66, Komatsu x 708 discloses Cr * 
and Al (see Examples) . 

Regarding claim 60, Komatsu '708 discloses a 2000 angstrom 
film thickness (see column 2, lines 65-67) . 

Claim Rejections - 35 USC § 103 
3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 
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(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claims 55, 59, 61-65 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Komatsu '708. 

Regarding claim 55, Komatsu fails to discloses particles 
having a diameter of 0.005 to 0.5 microns.. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to use particles having a 
diameter of 0.005 to 0.5 microns in the photocatalyst of Komatsu 
because Komatsu discloses a film thickness of about 1000 
angstroms, which would motivate an ordinarily skilled artisan to 
use particles of about that diameter to create a film of 
particles having the disclosed thickness. 

Regarding claim 59, Komatsu discloses an embodiment 
comprising titania of 2000 angstrom thickness and inorganic 
oxide film of 150 angstroms, which would motivate an ordinary 
artisan to use an optimum ratio of titania and Al including 
0.00001-0.05 arrived at through routine experimentation. 

Regarding claims 61-64, Komatsu '708 discloses a film of 
Si0 2 , which is Applicant's preferred binder, on rectangular 
substrates (see Figures) , which would motivate an ordinary 
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artisan to form a glaze or paint on a tile to make the film to 
be exposed to light, as disclosed. 

Regarding claim 65, Komatsu x 708 discloses a glass 
substrate, which would at least suggest calcium silicate glass 
to an artisan of ordinary skill. 

Response to Arguments 
5. Applicant's arguments filed 12/20/06 have been fully 
considered but they are not persuasive. 

It is argued that Komatsu discloses an anti-fog element on 
a substrate. This is not persuasive because Komatsu discloses 
the film comprises inorganic oxides such as Al 2 0 3 and Si0 2 and 
has a hydrophilic property (see column 2, lines 33-35) and Ti0 2 , 
which is excited by light and also because Applicant does not 
claim a "triple-layer structure". Rather, Applicant merely 
claims a substrate and a surface layer, which reads on the 
disclosed prior art glass substrate and photocatalytic film. It 
is noted that the features upon which applicant relies (i.e., a 
"triple-layer structure") are not recited in the rejected 
claim (s) . Although the claims are interpreted in light of the 
specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993) . 
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It is argued that not only does Komatsu fail... third 
component metal oxide. This is not persuasive because Komatsu 
discloses Ti0 2 , which is excited by light. ' 

It is argued that additionally, in some examples... the rear 
surface of the glass substrate. This is not persua sive because 
Applicant's claim does not specify a substrate having a layer 
that is not on the "rear" side thereof. It is noted that the 
features upon which applicant relies (i.e., a layer that is 
specifically not on the "rear' 7 side of the substrate) are not 
recited in the rejected' claim(s) . Although the claims are 
interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 
988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 571-272-1352. The examiner can 
normally be reached on. M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor , Stanley S. Silverman 
can be reached on 571-2 72-1358. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 

Edward M. Johnson 
Primary Examiner 
Art Unit 1754 

EMJ 



